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Status 

Response io cofTimunu. atiorit.s) fiieo ..:r /' >~ ' *■ L ' *^ 
r^This action is FINAL. 

Since this application is in condition for allowance except tor forma! matters, prosecution as to the merits is closed m 

accordance with the practice under Fx pane Quayle. 1935 CD 1 1 , 453 O G 213. 

Disposition of Claims 

^CIaim(s) y, 6 , ' > " 

Of the above ciaim(s) 

Claim(s) 
ACIaim(s) f. t, 

Claim(s) 
C'aim(s} 

Application Papers 

The proposed drawing correction, t itni «s .ip[;cov^i 

" r he drawings f:!ecJ on is, are obiect^: r\ tn- ' <an nt^f 

The specification is objected to by the Examiner. 
The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 19 (aHd) 

A Acknowledgement is made of a claim for foreign pnonty under 35 U.S C § 1 19 iaH.d) 
A All Some* None of the: 
^Certified copies of the pnonty documents have been received. 

Certified copies of the pnonty documents have been received in Application No. 
Copies of the certified copies of the pnonty documents have been received 
in this national stage application from the International Bureau (PCT Rule 17.2(a)) 
'Certified copies not received 



is/are pending in the application. 

is/are withdrawn from consideration, 

is/are allowed. 

is/are rejected. 

is/are objected to. 

are subject to restnction or election 
requirement 

d:sao proved. 



Attach ment(s) 

Information Disclosure Statement(s), PTCM449, Paper No(s). 

Notice of Reference's) Cited. PTO-892 

Notice of Draftsperson's Patent Drawing Review. PTO-943 



Interview Summary, PTO-413 

Notice of Informal Patent Application. PTO-1 5^ 
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The following is a quotation of the second paragraph of 35 1 7 S C 112 

. he specification shall conclude with one or more claims parlicularK pointing out and distmcth claiming the Mihcct 
matter which the applicant regards as his nnention 

Claim 1(> is rejected under 3 5 1* S C 112, second paragraph, as being indefinite for tailing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
m\ ention 

Claim is dependent on the canceled claim 3. and thus indefinite 

The following is a quotation of3 5 C S C 103(a) which forms the basis tor all obviousness 
reiections set forth in this Office action 

i ai A patent mav not he obtained though the invention is not klentiealh disclosed or described as set lorth in 
-eetion ]f>2 of this title, if the differences between the subject matter sought to be patented and the prior art aie 
oieh that the subject matter a> a w hole would ha\ e been ob \ iou> a\ the time the in \ cut ion was made to a pei s, -u 
ha\ ing ordman skill m the art to which said subject matter pertains Patentabihl\ shall not be negali\ ed b\ ihe 
manner m which the invention was made 

Claims 5, 0. 8-1 1 and 13-15 are rejected under 35 fSf 103(a) as obvious over 
Yamamori et al ( I S 5.1 l )0/)77) alone, or in view of Codolar et al (IS <\24K.S< >o } 
Rejection is maintained for reson of record and following 

The bxamples 1 and 2 of table I recite a better antifouling property than Comparative 
examples having a high Tg, degree of polymerization and acid value However, said (high) Ig 
and degree of polymerization are not the controlling parameters in claims, and the specification 
does inn show an\ \alue regarding said high Tg and degree of polymerization for said 
comparati\e examples As a matter of facts, nothing is recited with respect to said (high) Tg 
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(except claim 14) and degree of polymerization in claims With respect to an acid value, only 
claims (\ 14 and 15 recite an acid value Thus, any comparison has little probative value 

Applicant states that an acrylic resin with a side chain of a monobasic acid having a 
diterpenoid hydrocarbon skeleton has an improved antifouling property over a resin with 
naphetheme acid as seen in examples 1. 2. 18, 20 and comparative example 5 (there is table 2. not 
5). However, any comparison is non-conclusive since the main backbone polymers (and possibly 
Mn. I g and acid value) and other components are different from each other in said examples 
Only variable should be an acid in order to have a fair comparison Also, a comparison must be 
based on the closest prior ail and not on applicant's own choice Thus, a comparison of the 
example 7 of Yamamori et al and said example 7 with an abietic acid would make more sense 

Besides, applicant teaches * k — the monobasic acid is not particularly restricted but from 
the standpoint of long-term antifouling effect and crack resistance, it is preferred to us a 
monobasic cyclic organic acid The monobasic cyclic organic acid mention just above is not 
particularly restricted but may for example be one having a cvcloalkvl moiety, such as naphethenic 
acid " at paue 8. lines \ l-2} Thus, said naphethenic acid is one of applicant's preferred acid and 
examples IS and 2o containing said naphethenic acid are taught as the inventive example in table 
2 I'lms. applicant assertion that said examples 18 and 20 (22 months) are worse in the long-term 
antifouling effect than examples 1 and 2 (24 months) has little probative value Applicant did not 
reali/e a monobasic acid having a diterpenoid hydrocarbon skeleton is superior to other cvclic 
oiLMmc acids at the time of the invention 
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Claims >. 6. 8-1 1 and 13-15 are rejected under 35 I' S C 102(b) as anticipated by or. in 
the alternative, under 35 I ' S C 103(a) as obvious over FP 0 342 276 
Rejection is maintained for reason of record and above 

Rejection based on Yamamon et al (I S 4,774.080 or HP 0 204 450) is withdrawn since it 
is similar to above rejections 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action Accordingly, THIS ACTION IS MADE FINAL. See MPFP § 70607(a) Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1 1 36(a) 

A shortened statutory period for reply to this final action is set to expire THRFF 
MONTHS from the mailing date of this action In the ev ent a first reply is filed w ithin TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until alter 
the end of the THRFF-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 3 7 CFR 
1 136(a) will be calculated from the mailing date of the advisory action In no ev ent, how ev er, 
will the statutory period for reply expire later than SIX MONTHS from the date of tins final 
action 
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Anv inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H Yoon whose telephone number is (703) 308-2380 The 
examiner can normally be reached on Monday to Thursday from 8 00 to 5 30 

If attempts to r each the examiner by telephone are unsuccessful, the examiner's supervisor. 
Yasu Jagannatham can be reached on (703) 306-2777 The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-93 1 1 

Anv inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0001 



THY February 10, 2003 



